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Application No, 
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Applicant(s) 



Song 



Examiner 



Daniel C. Crane 



Group Art Unit 
3725 




Kl Responsive to communication(s) filed on Jul 29, 1998 • 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire Three month(s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C, § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claims 

K Claim(s) 10-21 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



Kl Claim(s) 10-21 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

Kl See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Kl Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
□ All □ Some* KlNone of the CERTIFIED copies of the priority documents have been 
Kl received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
""Certified copies not received: __ 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

Kl Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper Nols). 

□ Interview Summary, PTO-413 

Kl Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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BASIS FOR REJECTIONS 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, more 
than one year prior to the date of application for patent in the United 
States . 



The following is a quotation of 35 U.S.C- 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 1 
negatived by the manner in which the invention was made. 



REJECTION OF CLAIMS ON FORMAL MATTERS 

Claims 11 and 17 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. It is unclear what constitutes 
"opposite sides" fo the guide since these "sides" have not been 
defined in claim 11. As to claim 17, the step where the first 
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and second rotary bodies are engaged with the elongate member 
"when" the elongate member is in the extended position is unclear 
because there is not indication that there is movement between a 
disengaged and an engaged condition. It appears that this is 
inferred and therefore this step is unclear, 

REJECTION OF CLAIMS OVER PRIOR ART 

Claims 10 and 12-16 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Tuit (3,420,279). While Tuit does not show 
a transfer unit, this provision is inherently included since such 
a mechanism which guides the ribbon into the bending machine 
would be required so as to position the ribbon for bending within 
the retractable elongate members 26 and 27,28. The rotary bodies 
are shown at 23 and 24. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tuit (3,420,279) in view of Ritter (3,823,749). 
Tuit illustrates the claimed invention as discussed above but 
does not show a cutting implement. Such are common as taught by 
Ritter at 17. It would have been obvious to the skilled artisan 
at the time of the invention to have modified Tuit's device by 
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further providing a cutting implement as taught by Ritter so as 
to cut the material to length. 



TERMINAL DISCLAIMER 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970) ;and, In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321© may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 



OBVIOUSNESS DOUBLE PATENTING REJECTION 

Claims 10-21 are rejected under the judicially created 
doctrine of double patenting over claims 1-9 of U. S. Patent No. 
5,787,750 since the claims, if allowed, would improperly extend 
the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is 
fully disclosed in the patent and is covered by the patent since 
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the patent and the application are claiming common subject 
matter, as follows: rotary bodies for insertably receiving 
(retracted and extended position) the folding members 
(retractable elongate members) . 

Furthermore, there is no apparent reason why applicant was 
prevented from presenting claims corresponding to those of the 
instant application during prosecution of the application which 
matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 

INDICATION OF ALLOWABLE SUBJECT MATTER 

Claim 11 would be allowable if rewritten to overcome the 
rejection (s) under 35 U.S.C. 112, 2 nd paragraph, set forth in 
this Office action and to include all of the limitations of the 
base claim and any intervening claims along with the submission 
of a Terminal Disclaimer. 

Claims 17-20 would be allowable if rewritten or amended to 
overcome the rejection (s) under 35 U.S.C. 112, 2 nd paragraph, set 
forth in this Office action along with the submission of a 
Terminal Disclaimer . 
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PRIOR ART CITED BY EXAMINER 

The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

RESPONSE BY APPLICANT (S) 

Applicant (s) response to be fully responsive and to provide 
for a clear record must specifically point out how the language 
of the claims patentably distinguishes them from the references, 
both those references applied in the objections and rejections 
and those references cited in view of the state of the art in 
accordance with 37 CFR 1.111 (a), (b) and (c) . 



INQUIRIES 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Examiner 
D. Crane whose telephone number is (703) 308-1870. The 
examiner's supervisor, Mr. J. Hail, can be reached at (703) 308- 
2687. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-1148. 
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Art Unit 3725 

Documents related to the instant application may be 
submitted directly to Group 3200 by facsimile transmission at all 
times. Applicant (s) is (are) reminded to clearly mark any 
transmission as "DRAFT" if it is not to be considered as an 
official response. The Group 3200 Facsimile Center number is 
(703) 305-3579. 



DCCrane 

August 26, 1998 
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